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REMARKS 



Claims 109-112 and 114-1* remain in the application. 

C^l.ananS.ea — rf^ — ™-"'*^^ 

. , . h 1 1 a =re now in condition for allowance. 
109. Therefore, claims 117 and U8 are now in c 

, j ,«„cr 8112Hl,as6il™S t0CI>m '' 1 > fwi,hthc 
Claim 109 was rejected under 35 U.S.C. 9 llAl 

■ • „,„™ments Applicants' attorney requested clarification of 
enablement and written descrtptton requrrements. App 

^ ta -K fc ---.--■--*--- Ml, *■- -, " ,, " 

>ww- £ FIG 16 also shows the collar mold 

• . . ,d 316 to position and bond the collar of FIGS. 3 and 4 to the 
318 that cooperates w!th the mold 316 to position 

, -h. the trav with an outwardly extending flange 52. The 
tray peripheral sidewall and provide the tray witn an 

■ no ; n FIG l from which they are 
assembled traysaod collars are loaded inamaeazmelUmFIG. 1 

m „andline S ,9-2Bonpa S e24s h owanddescri b c»a — modified 

mh ™ that are used to reference the various parts of the 
configuration of the trays." The same numbers that are 
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wimtheadditionof a"4» ahead of the numbers in FIG. 17. The only motion to the .ray 
partiSth a. tett aypan ^allWICnbaaaoded flange Segm e» K «4. The only other 
^cationtothe entire assembied tray is *a. me ^ formmg collar 452 misused with 
the tray of FIG. 17 docs no, have the tabs 51 like me flange forming collar of FIGS. 3 and 4. 

>tispl amma«referenc*,o m e,rayofFlG. ,7 aabefag a modification of fcetray would 
„eund eia ood Wm eantha,d 1 eH G .17 M yis» m odi fi ea t iono, 1 he tt ayinF.GS. 5 and6*a,is 

erecedinamoldasshown and described with reference ,0 F.G. 16. inconceivable that a 
^o. of ordinary ski.) in the «. would be dumbfounded as to how «o erect me tray of FIG. 17, 

that it is a modification of. 

FIG. 18, lines 30-36 on page 24 and 1-6 on page 25, show and describe loading a 
mag42i „e 512 with erected trays 5.0 mat do no, ye. have collars attached there*. The erected 
tays 51 0 are indivmuaUy fed from the magazine and provided witt> flange segments 444 of FIG. 
I7 bywayof,lu g membe,517. Theco.lar4 5 2ofFIG. 1 7 is to attached to the tray a. the 
aationKSinFIG. ISwhich illustrates moida having the same conflation as fne molds in FIG. 



16. 



^^a.thcreiecnonisu^ers^oM.ismeExaminer'sviewthatmereisawritten 
identical mold in which it was erected. 

.ntema, conf.gura.ion as me erection mo.d, bu, is not necessarily me same mold in which me 
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assembly molds that are *• — « « toe ^ — C0 ' ,fiP,ia,iO °' 

«.„ t. have an extreme and unreasonable view of the enablement and 
The Examiner appears to have an exireuw •» 

^descripnonreo^ents. ^^^^^^«.«» — 

— ^^^^^ 
..^M-M ' annoutati.modine^especineanonmuatfai.me 

x ^ « /-i Mm that would cover erection of the 
enablement and written description reqmremen* for a clam, that won 

FIG, 17 tray in a mold. 

The Examiner is applying a standard tha, is no, even appUcable to emerging and 

present application, 

^he^^reeogni^ttheorshelinventodwhatUc^ V^M^C^ 

... 0( omd 1527 1534-35, 25 USPCPd 1241, 1246 

MisrocomaSsr^^ 

Q of the article attached in the Appendix, "Written Description 
(Fed. Cir. 1992). Also, see page 9 of the article ana 
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,. j sawnt and Trademark Office Guidelines," by 

and Patent Examination Guidelines Under the U.S. Patent and Iraoem 

Scott A. Chambers: 

■•Generally mere b an inverse correlation between the level of skill I and 
, S„ i„ rtl art and the amount of disclosure necessary to satisfy the 
5E£^££-t Asatech^gybecomesmoremature, 
less evidence is required to show possession. 
What is conventionaiorwell-taown^oneof ordinary skiU in the art need no, be 

ot the claimed invention a, me time even if every nuance of the claims is no, exphctly 

page 15 of the Guidelines for Examination of Patent Applications Under the 35 U.S.C. §112, 

sufficient to satisfy the written description requirement. 

■■Whether the specification shows that applicant was to possession of the claimed 

.own or disclosed correlation between — Amotion, and the memod of mafcing ft. 
oiaimedinventionDiselosureofanycmbina ^tionofsuchidentifyin.charac.e^cstirat 

toc — ft«ft.^™ta»— ^ < ^* --,,, ~" 

pages 15 and 16 of the attached Guidelines. 
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Originally filed claims 1-32 also provide support for meting the tray of FIG. 17 in a 
Ontfnal dainr 1 include. Terence numbers for bo* the tray of FIGS. 
trayofFIG.H. H» ca.be no doubt ^.original claim 1 encomp^ses bo* trays. Oripnal 

^claims.incl-Un^aim.. Because origina. claim . recites the tray of BIG- 17,ando,aim 
30reci,e Ste e K c«o„inan,o,do fteM y(s)ofclaiml,*eon^.c.ai m s P rovidecle* 

agnize that the inventors were in possession of the invention as claimed to claim 109. 

^mvennonde.medbyurecla.ms. The only "reason" siven by the Examiner is that the* rs no 
specific staremen, ma. me tray of FIG. 17 is ereCed in a mold (which ignores oriainal Cam* 1. 

a rt,;c rmftrtion is maintained, there must be detailed 
23 and 30). That is no reason at all, and if this rejection is maintain , 

A f™-H,™rv skillin the art would be so unskilled 
reasons or evidence provided as to why a person of ordinary skill m 

«wi travc fif FIG 16 could be transferred to a different 
as to fail to recognize that even the erected trays of FK* 

.oldofthes^econiW^ 

th e S tauonKSinFiaiSbyu^^ 
16, but not necessarily the same mold. 

TH^rejectiononAndersonet^wimBemishisnotwdi^en. Thenar* 



mold because the sidewall segments simply overlap one another when the Bay U erected in the 

mold. 

U.S. Patent No. 4,019,675 to Anderson et al does not disclose a tray War* tot is capable 

pto ^*eerec,ed tt ayofFIGS.2and4as to ho W U-eb.anki 5 fo.ded. Thefoldline that 
extendsgenaallyradially between eachpairof comer segments 6, 6 must be folded c^r*. 
aadmisprec.udeserectioninamold. After tt e segments 6, 6 are fclded mto engagement w* 

« i *^^^i-^i^^«'- fci4 -* W,,iBlK * 2, * 7,,,,n 

-12 Arf^netaidoesr.tteaehor^ges.er^onofme^yinarno.d.andnopnorart 

U S Paten. No. 3.104,012 to Bemish adds reinforcing strips to the vernal comers of a 
my „, noes no, suggest attach, of the Andersen e, a, collar 12 to the tray sidewal, by using 
mol0 tte Anderson et al co„ar .2 has its curved comers cantilevered inwardly of .he open 

This is not conducive to attachment of the collar by using a mold because the mold could not 
spaced tan the comers of the tray where they are spanned by the collar. 



a 
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CO] 

election in a mold, 



Respectfully submitted, 



H. Duane Switzer 
Reg. No. 22,431 
Jones Day 
NorthPoint 
901 Lakeside Avenue 
Cleveland, OH 44114-1190 
216-S86-72S3 
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2001 (Volume 66, Number 4)] 



[Federal Register: January 5, 
{Notices] 

STtSISSi lister o„Ii»« .U » ^-i.. — .—^ 

[XX)Ci:0:frO5jaOX-49] 



DEPARTMENT OF COMMERCE 

United States Patent and Trademark Off ic* 

tDOCket tfo. 991027288-0264^02] 
RIN 0651-AB10 

j. T^i-^nt Applications Under the 3S 
Guideline* for *^*™^^ ti $L*> ' 
U.s.C. 112, para- li wraxw* 

.a-*. »U« states — ■ - «— * C ™' 

ACTION: notice. _ _ 

h » us ed by USPTO personnel in their 

SUMMARY : The** ^J""?^ WlEnC with the "^J. . 3 
review of patent applications tor cowp ^ Gulde i ine3 

description" requirement of 35 ^?^C- P ^ination of Patent 

fuper/ede the *^ Tl2 P~a.\ Description' 

Applications under the 35 U -S.c. a. * £ Fede ral Register at 64 PR 
Squiremenf that were pubUshe * £ Qjizette at U ji 0.«. i". 

71427, Dec. 21, and in current understanding of 

III «. 2000. JJ-^S; action of 3, u...c. 

DATES •. The sidelines are effective as of January *0l. 



by "tL« Ld T»«™rt 0£ti«. ** >. 

PSCE 19M ' RC\D AT TOtaJM «E* W, lEaswn Dasf ghtTimei: SVRiUBPTS-EFXRF-^S ' M,S:2?3'!U :.CSB.21 557K2H -. DUi»W<«-s?::ll7«l 7/28/2000 
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* it rpi* l 801 et seqA* 8 \ ^*.^ n bv disclosure of 

^ applicant may *1*° that an in identify ing 

iacS-S o£ Efficiently defied rel«va ^ wlioMlt was xn 

*arac t ~i 8 tic : wh- Jgg*^ 9 ome ^^^nTo one 
,etween function ana « conventional or a eta il.\4S\ l£ a 

U) P«termine whether the^pP. on reauccio n to 

~ ^TAne appli-Kn doea not describe \ s evidenced hy a 

eduction to drawxnga or atr^ ^ appUc , nt in poaae* 

3ST25^^— 5^. not de acri f an -JE^SS S 
UBCU8 «d above dete ^^S^iy availed to 

flho w that \£ application aa ^f^nvention as a 

(i ) Determine WI *~" of a proceed of tn * X*iment typically 
complete atructure (or acta ot & 8pe ciea or ^odiment typ^^ ^ 

i,hole. The complete atruc c deBC riptio n^ b « * iw of the 
B atiafiea the requirement tna to abow poaaeaaion ^ 

full, clear. '°"«* e ' *f £ fcomplete ^or that apeci« or 

identifying «*««*S' t ;S«. ««ci... * fl 08 aetfion *Ttne claimed 
invention » ■ JSiw applicant » posaesaion ^ 
artiaan would recognize app pOSBeB3 ion of ] 

£«*ion A«\ neci£icat ion ahowa that applicant^aa in P rather J 

Whether the specificatio. ^ simple determinate . factors . / 

the claimed invention ~ a^y considering a™™"" 

icient / 

iB a factual ^termination re ^ h ^ ere is *u ^ I 

Factors to be c °* Bldere ? nc we the level oL skill ^"S^tional > ^ 
evidence of P^*"™ ^f^i a nd/or chemical gog^jf Ration f 

characteristics . octi0 n, and the ««™ identifying / 

characteristics that 

7/28/2004 

* ,ur i * «iD.iicDTn PFYRF^(25 * DNIS-2731214 * CSID:2165790212 * DURATION 
^»AGE 20/23 * RCVD AT 7tt8(20W «5:_06 PM pastern Daylight Timel SVR:USPTO-EFXRF^/25 DNis.zr ji ^4 uu 



Tn 01l = c- 7 ci B212 PAGE 21/23 

JUL . 2B - 0 , ,6 = 23 FROM ■ JONES DAY CLEVELAND ID. 216 573 



f aWi11 in the art to the conclusion that i 
aerials and would lead cue of skill eg ig J 

•he applicant was in possession °* ™* , icatiooB in the art should be 
;;«iS«t.\50\ Patents |S is --ure and what the level of 

relied upon to determine whether an a techno logies which are 

uiowledge and skill is in the art. In in the art lS 

Mature and wherein the knowledge and leyex raised for original 

ion a written description ^'"^^1 «S • ~t** of making the 

Kims even if ^ ^1^5^^^^ * c °* tra f 
invention and the function of the technologies, or for 

inventions in W^^SSSfS reasonably predictable which 
Inventions characterized by "^ors more evidence lS 

Se known to one of ordinary £^ di3C losure of only a method 
required to show ^ ££5x»' not he suffici ent to 

rf making the invention and the run d t . b proceaB claim. \S2\ 
support a product claim other than a pro a 
^hermore. di^losure J^JJ^J 1 ^ be sufficient to evxdence 

-^l-J i^S^ -t the test 
toy claim « t a . sp ^; eS 0 f a (c) must be rejected as lacking adequate 
at least one of (a), U>) - « ^ c 112# para . 1. 

Wit r 2 ? S-S'S-S drawn "a genus: genus may , e 

Tne written description requirement tor ntative number of 

satiated though -"^"^ jSS^cS- (1) U) . above >, reduction 
soecies by actual reduction " Poetic losure of relevant, 
^drawings (see (1) <b> , above), or o phyfiica i and/or 

■aerifying characteristics x-j. . *^f c £* ifltic3 CO u P led with a known 

.H^os^^^ 5 - 

above) A54\ . r _ £ speci e 8 ' • means that the 6 P ec i" 

A -representative number of *P*" ative ot th e entire genua. Thus, 

are adequately --^^^^^"wi^ the genus, one 

when there is substantial Ration w the variation within the 

^ sufficient variety of species to ^.^^ wne re one 

genus, on the other hand, there may ituteB a ^representative 

adequately supports a «™ u \> S5 \i the skill and knowledge in the art. 

number" is an inverse £^ n 2rtl v . number" depends on 

sSsfactory disclosure ^/^recognize that the ^f-t ^ 

whether one of skill m the art attributes or features of the 

In possession of the »*« ae ^ '^the genus in view of the species 

dements possessed by the member* « ™ i*. art, adequate written 

bars ^SSS^issrsas ~jr- 

representative number of ad ^eiy fl must be rejected as lacking 



119, 120, or 
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bitten Descnpfon" and ^Patent *«M Under the 
U.S. Patent and Trademark Office Guidelines 

By; Scott A. Chambers 

CHV.S f,rst appeared in the Septe^er/Octcher 2000 issue of , L*«J 

The written descripUPHS ^^^^^ 

taken for granted in the of 35 u.S.C. § 112, first 

examiner would "* 

paragraph for an originally disclose d cia irn. ■ ■ y nr v , chL , qa , 

g^^^S^ggaa .this , .s no long consequently, this 

^^^j^F^ h^e mandat f t d n l ^!,^S requirement may be here to 
^TiSpretation of the with the evolv/ing 

stay. While some practitioners ma <«*™iJ moners and the Patent 
nature of the written description requiremen t. P ra ted by the 

and Trademark Office (PTO) cannot ignore %»Z&Z*b manner that 

attack for lack of written description. 

rSSSSU*- requirement is found in Section 112. paragraph 1 of 
title 35. ^f^totion shall contain a written Ascription 
o the"— n and of the manner -j-P^J 
rnaking and ^^'^/"n' ££i ,n 
£ ^» W p5K 7 wj* which^s 

£? inventor of carrying out his invention. 

Past Federal Ccuit case , iawhas ^SS^gS^^ 
and distinct from the def 'f ® n ° law from the Federal Circuit and 
Patent Act. However. "^^^nSfcn requirement was directed 
its progenitors interpreting l ^ W f ^teims added after Wing; at .ssue was 
SiSr^-ffi^^ was added after the fiUng date. 
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* +ha claimed invention. 
^ t »hP aoolicant was in possession of the c aim jca| 

properties, ««***SX-*0 » d** ""^ - , 

structure, or even a mem ^ i 

„ .here is an Inverse correlation betweer, Ht» ^ I 
»t^«--^f -^KS/ -e mature. J 

less evidence is requi ^ ^ ^ 

£ on a Oictogtea, a— nt S5* 

written desenntron of the js flrst analyzed for each 

nucleic acid inventions ana 
patent law in this manner. 

Revised Utility Guidelines ^ 
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